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DETAILED ACTION 
Claim Objections 

1 . Claim 7 is objected to because of the following informalities: In claim 7, "the dirty air 
outlet" lacks antecedent basis. Appropriate correction is required. 

Claim Rejections - 35 USC§102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(ADPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

3. Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Ferrari et al. 
(US-5, 107,567). 

4. The patent to Ferrari et al. discloses an upright surface cleaning apparatus comprising a 
surface cleaning head 14 and an upper casing 10,30,32 pivotally mounted thereto, the upper 
casing movable (via pivot 16) between a storage position in which the upper casing extends 
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generally vertically upwardly from the surface cleaning head and an in use position, the surface 
cleaning head having la dirty air inlet' 14a, a clean air outlet (wall of filter 24), an air flow passage 
12,22 extending between the dirty air inlet and the clean air outlet, the air flow passage including 
a conduit 12 extending generally vertically upwardly when the upper casing is in the storage 
position and a motor and fan assembly 18,20 positioned in the conduit. Ferrari et al. also 
discloses the filtration member 24 positioned in the upper casing and the conduit extends 
between the surface cleaning head and the filtration member. The motor and fan assembly is 
considered to be positioned adjacent the surface cleaning head, the conduit is considered to have 
a longitudinal axis and the motor/fan assembly has an axial flow direction (see arrows) and is 
positioned in the conduit portion such that the axial flow direction is parallel and coplanar with 
the longitudinal axis of the conduit, the motor/fan assembly is positioned exterior to the surface 
cleaning head and the conduit extends away from the surface cleaning head (see figures 1 and 2). 

5. Claims 1-1 1 are rejected imder 35 U.S.C. 102(e) as being anticipated by Stephens et al. 
(US-2002/0092123- cited in IDS). 

6. The patent to Stephens et al. discloses an upright surface cleaning apparatus comprising a 
surface cleaning head 2 and an upper casing 4 pivotally mounted thereto, the upper casing 
movable (see paragraph 19) between a storage position in which the upper casing extends 
generally vertically upwardly from the surface cleaning head and an in use position, the surface 
cleaning head having a dirty air inlet 14, a clean air outlet 137, an air flow passage 
12,46,58,128,142 extending between the dirty air inlet and the clean air outlet, the air flow 
passage including a conduit 142 extending generally vertically upwardly when the upper casing 
is in the storage position and a motor and fan assembly 1 12,1 16 positioned in the conduit. 
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Stephens et al. also discloses a filtration member 60 positioned in the upper casing and the 
conduit extends between the surface cleaning head and the filtration member. The motor and fan 
assembly is considered to be positioned adjacent the surface cleaning head, the conduit is 
considered to have a longitudinal axis and the motor/fan assembly has an axial flow direction 
(see arrows 178) and is positioned in the conduit portion such that the axial flow direction is 
parallel and coplanar with the longitudinal axis of the conduit, the motor/fan assembly is 
positioned exterior to the surface cleaning head and the conduit extends away from the surface 
cleaning head (see figure 7). Stephens et al. additionally discloses the portion comprises two 
generally vertically extending air flow ducts, 38a or 38b, and 142 and a motor and fan assembly 
is provided in one of the generally vertically extending airflow ducts. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences betv^een the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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9. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ferrari 
etal. (US-5, 107,567). 

10. The patent to Ferrari et al. discloses all the claimed subject matter, including the 
motor/fan assembly having a linear extent and the portion of the airflow passage having a linear 
extent, but does not disclose the linear extent of the portion of the airflow passage being at least 
about three times, or five times, the linear extent of the motor/fan assembly. It would have been 
obvious to a person skilled in the art at the time the invention was made to modify the linear 
extent of the portion of the airflow passage of Ferrari et al. to be at least about three times, or five 
times, the linear extent of the motor/fan assembly as such is just a mere change in size of the 
component. Gardner v. TEC systems. Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984). 

11. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stephens et al. (US-2002/0092123- cited in IDS). 

12. The patent to Stephens et al. discloses all the claimed subject matter, including the 
motor/fan assembly having a linear extent and the portion of the airflow passage having a linear 
extent, but does not disclose the linear extent of the portion of the airflow passage being at least 
about three times, or five times, the linear extent of the motor/fan assembly. It would have been 
obvious to a person skilled in the art at the time the invention was made to modify the linear 
extent of the portion of the airflow passage of Stephens et al. to be at least about three times, or 
five times, the linear extent of the motor/fan assembly as such is just a mere change in size of the 
component. Gardner v. TEC systems, hic, 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984). 
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Conclusion 



13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The patents to Hawkins et al., Sepke, Sepke et al., Dyson, Nerheim and Smith 
disclose typical vacuum cleaner arrangements having one or more features of the claimed 
invention. The patents to Schiazza et al., Leung and Tyler disclose battery powered upright 
vacuum cleaners. The European application to Oreck and UK application to Edginton are cited 
as applicant did not provide copies of the foreign documents for the IDS filed 1 1/2/04. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terrence R. Till whose telephone number is (571) 272-1280. The 
examiner can normally be reached on Mon. through Thurs. and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys P. Corcoran can be reached on (571) 272-1214. The fax phone number for 
the organization where this apphcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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